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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of claims 59-75 in the reply filed on 6/1/2009 
is acknowledged. 

2. Claims 1-58 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 6/1/2009. 

Claim Rejections - 35 USC § 102/103 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 59 is rejected under 35 U.S.C. 102(b) as anticipated by Japanese Patent 
Application 2000-315966, of which U.S. Patent Application 2004/0194893 (Shirakura 
hereafter) is being used as an English translation.. 

Shirakura discloses an apparatus and method for producing print with a 
recording medium (see title and Abstract). Shirakura teaches that a laminate material is 
thermally press bonded to a recording medium (see paragraph [0137], as well as 
Figures 7A-7C). Shirakura further teaches that the laminate is larger than the recording 
medium (see Figure 7C), as laminate is large enough to be folded over the recording 
medium. Shirakura further teaches that the laminate, which protrudes out past the 
recording medium due to the larger size of the laminate, is disposed on the side surface 
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of the recording medium that is opposite of the recording surface (again, see Figures 
7A-7C). Shirakura further teaches that a transfer means sandwiches the laminate layer, 
which prior to sandwiching protrudes outward from the recording medium, and disposes 
the layer on both the recording surface and the opposite surface (see paragraph [0029] 
and Figure 7C). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 63, and 65-66 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shirakura as applied to claim 59 above, and further in view of Japanese Patent 
Publication 10-202744 (Toru hereafter) . 

Shirakura teaches the process of claim 59 as discussed above. 

Shirakura does not explicitly state that plural thermal press bonding steps occur. 
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Tom teaches that there are two sets of pressure rollers that apply pressure to a 
heated laminate (see items 12, 13, and 18 in Figure 1, as well as the Abstract). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to include the thermal press bonding of Tom in the process of Shirakura. The rationale 
to do so would have been the motivation to control the temperature in a manner that 
would produce favorable adhesion of the laminate to the recording medium. 

With regards to claim 65, Sakura teaches the process of claim 59 as discussed 

above. 

Sakura further teaches that several recording media may be successively 
supplied, and that the recording media are spaced a given distance from subsequent 
recording media (see Figure 7A). 

Shirakura does not explicitly state that a thermal press bonding step occurs. 

Tom teaches that there are two sets of pressure rollers that apply pressure to a 
heated laminate (see items 12, 13, and 1 8 in Figure 1 , as well as the Abstract). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to include the thermal press bonding of Tom in the process of Shirakura. The rationale 
to do so would have been the motivation to control the temperature in a manner that 
would produce favorable adhesion of the laminate to the recording medium. 

With regards to claim 66, Sakura teaches the process of claim 59 as discussed 
above. Sakura further teaches that the laminate amterial may have a length that is 
longer than the length of the recording medium in two directions, with one being 
orthogonal to the other (see Figure 7D). 
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Shirakura does not explicitly state that a thermal press bonding step occurs. 

Tom teaches that there are two sets of pressure rollers that apply pressure to a 
heated laminate (see items 12, 13, and 18 in Figure 1, as well as the Abstract). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to include the thermal press bonding of Tom in the process of Shirakura. The rationale 
to do so would have been the motivation to control the temperature in a manner that 
would produce favorable adhesion of the laminate to the recording medium. 
8. Claims 62, and 67 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shirakura as applied to claim 59, further in view of U.S. Patent 6,176,286 
(Kitagawa hereafter). 

Shirakura teaches the process of claim 59, as discussed above. 

Shirakura does not explicitly state the transfer width of the laminate layer. 

Kitagawa discloses a film applying apparatus (see title and Abstract). Kitagawa 
teaches that the width of materials being laminated may become as large as 800 mm 
(see lines 31 -35 of column 2). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to include the width of the laminate as taught by 
Kitagawa in the process of Shirakura. The rationale to do so would have been the 
common sense reasoning to adjust the width of the laminate to accommodate larger 
substrates to be covered by the same process. 

With regards to claim 67, Shirakura teaches the process of claim 59, as 
discussed above. 
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Shirakura does not explicitly disclose that the length of the laminate is 
substantially equal to the length of the substrate to which it is applied. 

Kitagawa teaches that the length of the laminate is substantially equal to the 
length of the substrate to which it is applied (see lines 46-51 of column 1 ). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to include the dimensions of the laminate film taught by Kitagawa in the process of 
Shirakura. The rationale to do so would have been the common sense reasoning that a 
more fitted laminate film is less wasteful, and therefore more cost effective. 

Allowable Subject Matter 

9. Claims 60-61 , 64, and 68-75 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. Specifically, the limitation 
describing the manner in which cutting is detailed in claim 60, where the laminate is 
adhered to the transfer means and the recording medium and cut while being adhered 
to two separate surfaces and folded would be allowable if combined with the limitations 
of claim 59. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following documents are cited to show the state of the art 
with respect to laminating processes and the cutting that occurs during lamination 
processes. 
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U.S. Patent Application 2002/0170939 to Onodera et al., drawn to a method for 
producing a metal laminate 

U.S. Patent 6,136,142 to Kitagawa et al., drawn to a film applying apparatus. 

U.S. Patent Application 2001/0004001 to Kano, drawn to a linear bonding 
process and apparatus. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEITH T. AZIZ whose telephone number is (571)270- 
7658. The examiner can normally be reached on Monday through Thursday 8:00am- 
6:30pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Katarzyna Wyrozebski can be reached on (571) 272-1 127. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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